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JOSEPH J. MUELLER, LoUIS W. TOMPROS; MARY VIRGINIA
SOOTER, Denver, CO.

Before MOORE, Chief Judge, CHEN, Circuit Judge, and
KLEEH, Chief District Judge.!

MOORE, Chief Judge.

VLSI Technology LLC (VLSI) appeals orders of the
United States District Court for the Northern District of
California (1) granting Intel Corporation’s (Intel) motion
for summary judgment of noninfringement of U.S. Patent
No. 8,566,836 on two separate grounds and (2) striking the
damages theories of one of VLSI's damages experts. For
the following reasons, we reverse-in-part, affirm-in-part,
and remand for further proceedings consistent with this
opinion.

BACKGROUND

In 2017, VLSI sued Intel for infringement of eight pa-
tents, including the 836 patent at issue in this appeal. The
’836 patent relates to choosing one or more cores of a mul-
ticore processor to execute a particular task, for example,
based on whether the task must be executed on a single
core or can be executed across multiple cores. See 836 pa-
tent at 1:56-2:13, 6:60-7:11. VLSI asserted infringement
of claims 1, 9-11, 13, 17, and 20-21 of the 836 patent.
J.A. 4. Claims 1 and 10 are respectively representative of
the asserted method and apparatus claims.

1 Honorable Thomas S. Kleeh, Chief Judge, United
States District Court for the Northern District of West Vir-
ginia, sitting by designation.
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Claim 1 reads:

1. A method for operating a multi-core processing
device, comprising:

measuring a processing speed parameter for each
of a plurality of cores;

storing each measured processing speed parameter
for each of the plurality of cores in a storage device;
and

upon identifying a processing task that can not
be run across the plurality of cores, selecting a
core from the plurality of cores having a fastest
measured processing speed parameter at a given
voltage to run the processing task.

’836 patent at 10:44—54 (emphases added).
Claim 10 reads:
10. A multi-core system on chip (SOC), comprising:

a plurality of cores, each core comprising a perfor-
mance measurement circuit for measuring a
performance parameter value for said core;
and

at least a first storage device for storing the perfor-
mance parameter values for the plurality of cores
for use in selecting a core having maximized or
minimized performance parameter value at a spec-
ified voltage to run a processing task that can
not be run across the plurality of cores.

Id. at 11:20-29 (emphases added).

Relevant to this appeal, the district court construed the
claims and, during discovery, struck certain theories of
VLSI’s damages expert, Dr. Sullivan, because the court de-
termined VLSI failed to adequately disclose those theories
in its damages contentions. J.A. 74-101 (claim
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construction order); J.A. 66—73 (order striking theories);
J.A. 58-65 (order denying VLSI’s motion for relief with re-
spect to struck theories). The court then granted Intel
summary judgment of noninfringement of all asserted
claims of the 836 patent based on (1) extraterritoriality
and (2) rejection of VLSI's doctrine of equivalents (DOE)
theory of infringement. J.A. 3-57. VLSI appeals the grant
of summary judgment on both grounds as well as the strik-
ing of Dr. Sullivan’s damages theories. We have jurisdic-
tion under 28 U.S.C. § 1295(a)(1).

DIscuUSSION
I[. Summary Judgment of Noninfringement

We review a district court’s summary judgment rulings
under the law of the regional circuit, here the Ninth Cir-
cuit. Adasa Inc. v. Avery Dennison Corp., 55 F.4th 900, 907
(Fed. Cir. 2022) (applying Ninth Circuit law). “The Ninth
Circuit ‘review|[s] the district court’s grant of summary
judgment de novo, determining whether, viewing all evi-
dence in the light most favorable to the nonmoving party,
there are any genuine issues of material fact and whether
the district court correctly applied the relevant substantive
law.”  Id. (quoting Kraus v. Presidio Tr. Facilities
Div./Residential Mgmt. Branch, 572 F.3d 1039, 104344
(9th Cir. 2009)). We first address VLSI's summary judg-
ment arguments with respect to extraterritoriality and
then VLSI’s arguments relating to its DOE theory.

A. Extraterritoriality
1. The Asserted Method Claims

VLSI argues the district court erred in granting sum-
mary judgment of noninfringement of the asserted method
claims because the court concluded there was no genuine
dispute that the claims’ measurement-related limitations
were infringed only outside the United States. VLSI
Br. 28-36. VLSI argues this conclusion directly
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contradicts a pretrial stipulation entered into by the par-
ties, which states:

Of the total, global number of Intel products and
associated activities determined (without regard
to geographic considerations) to meet the tech-
nical requirements of any asserted VLSI patent
claim not proven invalid by Intel, as well as any ac-
tual or projected revenues or profits associated
therewith, seventy percent (70%) thereof will be
deemed to have a United States nexus as re-
quired by each subsection of 35 U.S.C. § 271
and for determining any patent infringement dam-
ages in this case. ... By entering into this agree-
ment, neither party makes any admission about
patent infringement or noninfringement, validity
or invalidity, or damages.

J.A. 6313 (emphases added). We agree with VLSI.

Interpretation of a “pretrial stipulation, like any con-
tract, presents a legal question” we review de novo.
Kearns v. Chrysler Corp., 32 F.3d 1541, 1545 (Fed. Cir.
1994). Here, the stipulation’s plain and unambiguous lan-
guage establishes that, for all accused Intel products and
activities determined to meet the technical requirements of
the asserted claims, 70% will automatically be treated as
having a U.S. nexus for infringement purposes. The dis-
trict court concluded otherwise, reasoning the stipulation
could not establish the requisite U.S. nexus for infringe-
ment because “[o]ne of the technical requirements neces-
sary for the nexus to apply is that the claim limitations are
met (in the United States).” J.A. 28. This reasoning, how-
ever, directly contradicts the stipulation, which requires
the technical requirement determination be conducted
“without regard to geographic considerations.” J.A. 6313
(emphasis added). This error warrants reversal.

We are unpersuaded by Intel’s arguments that the stip-
ulation merely provided “an agreed-upon accounting
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mechanism to simplify the calculation of damages” without
addressing the U.S. nexus requirement for infringement.
Intel Br. 29; see also id. at 27-34. The stipulation, on its
face, establishes a U.S. nexus “as required by each subsec-
tion of 35 U.S.C. § 271 and for determining any patent in-
fringement damages.” J.A. 6313 (emphasis added).
Section 271 is entirely about infringement, not damages.
35 U.S.C. § 271. Thus, the only reasonable interpretation
of the stipulation is that it addresses U.S. nexus for in-
fringement purposes as well as for damages calculations.

Intel argues such an “absurd” interpretation would
contradict the stipulation’s statement that the stipulation
was not “any admission about patent infringement.” Intel
Br. 30-32. But stipulating to a fact relevant to infringe-
ment, such as U.S. nexus, 1s not tantamount to an admis-
sion about infringement itself. To prove infringement,
VLSI still had to show Intel’s accused products and activi-
ties met the claims’ non-geographic, technical require-
ments. We see no absurdity in such an attempt to simplify
litigation given the stipulation was entered into early in
the case when there were eight patents at issue and scores
(if not hundreds) of accused products with varying levels of
U.S. nexus. Oral Arg. at 2:35-3:03, 32:32-33:55. Even if
this strategic choice proved unwise in retrospect, we de-
cline to look past the clear language of the stipulation to
“rescue” Intel from its decision to “freely enter[]” an agree-
ment “which it later finds to be imprudently made.”
Kearns, 32 F.3d at 1546.

For the foregoing reasons, we reverse the district
court’s grant of summary judgment of noninfringement on
extraterritoriality grounds for the asserted method claims.

2. The Asserted Apparatus Claims

With respect to the asserted apparatus claims, VLSI
argues the district court separately erred in concluding
that VLSI cannot prove infringement because it did not
provide “evidence that the accused technology is
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reasonably capable of meeting the testing claim limitation
[(1.e., ‘measuring a performance parameter value for a
core’)] in the United States.” VLSI Br. 36-40 (quoting
J.A. 29). VLSI argues that it sufficiently showed the ac-
cused products corresponded to the patented invention and
that they include a “performance measurement circuit for
measuring a performance parameter value for said core,”
asrecited in claim 10. Id. at 37. In VLSI’s view, the district
court erred because, despite agreeing the accused devices
are reasonably capable of performing the claimed measur-
ing, the court improperly objected to the fact that the meas-
uring was not performed in the United States. Id. at 37—
38 (citing Gemtron v. Saint-Gobain Corp., 572 F.3d 1371,
1380 (Fed. Cir. 2009)).

Intel reads the district court’s order differently, argu-
ing the court was not only concerned with where the meas-
uring was performed, but also with whether the accused
products alone were reasonably capable of “measuring a
performance parameter value” without significant altera-
tions. Intel Br. 34—41 (citing INVT SPE LLC v. Int’l Trade
Comm’n, 46 F.4th 1361, 1375-76 (Fed. Cir. 2022)). Accord-
ing to Intel, the court correctly granted summary judgment
of noninfringement because “the only evidence that VLSI
presented concerned the alleged capabilities of the accused
products when combined with an external testing device
called an ‘ATE tester’ in Intel’s overseas manufacturing fa-
cilities.” Id. at 34-35.

We agree with VLSI that the district court erred in
granting summary judgment of noninfringement with re-
spect to the asserted apparatus claims. As an initial mat-
ter, we believe VLSI has a more reasonable view of the
district court’s order because Intel’s motion for summary
judgment focused on where the claimed measuring limita-
tions were practiced, not whether the accused products
were reasonably capable of performing them without sig-
nificant alterations. See J.A. 6196-98 (section titled “Intel
is Also Entitled to Summary Judgment of No Infringement
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For The ’836 Patent Because Intel’s Testing Occurs Out-
side the United States”); id. at 6197 (arguing, with respect
to the asserted apparatus claims, that “VLSI cannot show
that the accused circuity in Intel’s products is capable of
‘measuring a performance parameter value’ in the United
States” (emphasis added)). Under this view of the district
court’s order, VLSI is correct that the court improperly fo-
cused on where the claimed measuring limitations were
practiced instead of the undisputed fact that Intel imported
and sold the accused products in the United States. See
Gemtron, 572 F.3d at 1380 (“[I]t is the infringing act—mak-
ing, using, offering to sell, selling, or importing—that must
be within (or into) the United States.”).

We further note that, even under Intel’s understanding
of the district court’s order, there is a genuine dispute of
material fact as to whether the accused products are “rea-
sonably capable of performing the claimed functions with-
out significant alterations.” INVT, 46 F.4th at 1376. The
relevant question is not whether Intel’s accused products
can perform the claimed measuring limitation without as-
sistance from any external device such as an ATE tester.
We have previously held that “[w]here ... a product in-
cludes the structural means for performing a claimed func-
tion, it can still infringe ‘separate and apart’ from [an]
operating system that is needed to use the product” if it can
perform the claimed function without product modification.
Silicon Graphics, Inc. v. ATI Techs., Inc., 607 F.3d 784, 794
(Fed. Cir. 2010). The proper inquiry, therefore, is whether
Intel’s accused products include a performance measure-
ment circuit having “the structural means for performing”
the claimed measuring function “without product modifica-
tion.” See id. Intel argues that the ATE tester is necessary
to perform the “measuring” function. See J.A. 8149-50,
200:2—201:1 (discussing use of ATE tester to measure volt-
age). But VLSI presented evidence raising a genuine dis-
pute as to this issue, including testimony that each core
within Intel’s accused products has a performance
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measurement circuit with dedicated, built-in circuitry for
measuring a performance parameter value of that core.
See J.A. 6247-55 (discussing BISTS [built-in self-tests] and
PBISTS [programmable built-in self-tests]). This alone is
sufficient to preclude summary judgment of noninfringe-
ment, even if we were to accept Intel’s reading of the dis-
trict court’s order.

For the foregoing reasons, we reverse the district
court’s grant of summary judgment of noninfringement on
extraterritoriality grounds for the asserted apparatus
claims.

B. VLSI's DOE Theory

We turn next to the district court’s independent grant
of summary judgment that Intel does not infringe the as-
serted claims of the 836 patent under VLSI’s DOE theory.
VLSI challenges this conclusion only as it relates to appa-
ratus claim 10 and its dependent claims. VLSI Br. 41.
Specifically, VLSI argues the district court incorrectly in-
voked prosecution disclaimer to construe claim 10 as re-
quiring the claimed “selecting a core” to be performed
“upon identifying” a single-core task. J.A. 95-98. We agree
the court erred in adopting this construction, which was
critical to its ultimate grant of summary judgment for the
asserted apparatus claims. See J.A.24-26 (rejecting
VLSI’s DOE theory because it would vitiate the “upon iden-
tifying” limitation).

Claim construction is a question of law we review de
novo. Intel Corp. v. Qualcomm Inc., 21 F.4th 801, 808 (Fed.
Cir. 2021). We review intrinsic-evidence aspects of the
court’s claim construction analysis de novo and any under-
lying fact findings about extrinsic evidence for clear error.
Id. Prosecution history is part of the intrinsic evidence.
Phillips v. AWH Corp., 415 F.3d 1303, 1317 (Fed. Cir. 2005)
(en banc). While we have held that “[a]n applicant’s state-
ments to the [Patent Office] characterizing its invention
may give rise to prosecution disclaimer,” “[t]he doctrine
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does not apply unless the disclaimer is ‘both clear and un-
mistakable to one of ordinary skill in the art.” Tech. Props.
Ltd. LLC v. Huawei Techs. Co., 849 F.3d 1349, 1357 (Fed.
Cir. 2017) (quoting Elbex Video, Ltd. v. Sensormatic Elecs.
Corp., 508 F.3d 1366, 1371 (Fed. Cir. 2007)).

We begin our analysis with the claim language and
note that, unlike independent claims 1 and 20, independ-
ent claim 10 does not include an “upon identifying” limita-
tion—a fact the district court acknowledged. J.A. 95. The
district court nevertheless imported an “upon identifying”
limitation into claim 10 because it concluded the patent ap-
plicants’ statements during prosecution amounted to “clear
and unmistakable disavowal of a broader interpretation[.]”
J.A. 95-98. We do not agree the statements at issue here
are sufficient to meet the high burden for prosecution dis-
claimer.

The parties primarily dispute the application of our
prosecution disclaimer doctrine to three statements made
by the patent applicants during prosecution:

1. “Applicants have disclosed and claimed a multi-
core system on chip (SoC) and associated method
of operation for executing single core jobs or ap-
plications on the multi-core SoC by using the ac-
tual maximum operating frequencies for the
individual cores on the SoC to select which core
will execute the single core job/application. To
this end, processing speed parameters are meas-
ured and stored for each of a plurality of cores,
and upon identifying a single-core processing
task that cannot be run by the plurality of cores,
the core having the fastest measured processing
speed parameter is selected to run the identified
single-core processing task. See, e.g., claims 1,
10, and 20.” J.A. 1106 (emphasis added).

2. “Instead, the claims require identification of ‘a
processing task that can not be run by the
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plurality of cores.” See, e.g., claim 1 (‘upon iden-
tifying a processing task that can not be run by
the plurality of cores, selecting a core from the
plurality of cores having a fastest measured pro-
cessing speed parameter to run the processing
task’) and claim 10 (‘a first storage device for
storing the performance parameter values for
the plurality of cores for use in selecting a core
having maximized or minimized performance
parameter value to run a processing task that
can not be run by the plurality of cores’).”
J.A. 1107.

3. “Applicants respectfully submit that there is no
teaching or suggestion by Kim of identifying
tasks ‘that can not be run by the plurality of
cores,” much less of assigning such single-core
tasks to the fastest core, as claimed.” J.A. 1107.

None of these statements amounts to a clear and un-
mistakable disclaimer that claim 10 includes an “upon
1dentifying” limitation. For example, the second and third
statements do not connect the words “upon identifying” to
claim 10 whatsoever. Moreover, they can reasonably be in-
terpreted as distinguishing the prior art on the basis that
claim 10 requires identification of a single-core processing
task irrespective of when it is done in relation to core selec-
tion. We see no clear indication in these statements that
the patent applicants intended to limit claim 10 to require
core selection to occur only “upon identifying” (i.e., after
1dentifying) a single-core processing task.

The first statement comes closer to suggesting that
claim 10 includes an “upon identifying” limitation requir-
ing a specific order of operations. But even here, the “see,
e.g.” cite connecting claim 10 to the “upon identifying” lan-
guage is less than clear. The plain language of claim 10 is
broad enough to encompass both (1) embodiments where
core selection occurs “upon identifying” a single-core pro-
cessing task and (2) embodiments where core selection
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occurs before or simultaneously to identifying a single-core
processing task. Thus, a “see, e.g.” cite would be appropri-
ate even without limiting the scope of claim 10, and we see
no indication the patent applicants intended to make such
a limiting disclaimer. Because this statement is, at best,
“ambiguous or amenable to multiple reasonable interpre-
tations, prosecution disclaimer is not established.” Tech.
Props., 849 F.3d at 1358.

In the absence of clear and unmistakable prosecution
disclaimer, we conclude the district court erred in constru-
ing claim 10 to include an unrecited “upon identifying” lim-
1itation. We accordingly reverse the court’s resulting grant
of summary judgment that Intel does not infringe claim 10
and its dependent claims under VLSI’s DOE theory.2

II. Striking of Dr. Sullivan’s Damages Theories

We now consider the district court’s striking of Dr. Sul-
livan’s damages theories due to VLSI’s purported failure to
adequately disclose them in accordance with the court’s lo-
cal patent rules.

We review a district court’s application of local patent
rules for abuse of discretion. Keranos, LLC v. Silicon Stor-
age Tech., Inc., 797 F.3d 1025, 1035 (Fed. Cir. 2015). A
district court abuses its discretion when “(1) the decision
was clearly unreasonable, arbitrary, or fanciful; (2) the de-
cision was based on an erroneous conclusion of law; (3) the
court’s findings were clearly erroneous; or (4) the record
contains no evidence upon which the court rationally could
have based its decision.” Id. The Northern District of Cal-
ifornia’s Patent Local Rule 3-8 requires the plaintiff to dis-
close its “theories of recovery, factual support for those
theories, and [exemplary] computation of damages.” P.L.R.

2 We leave undisturbed the court’s DOE-related
grant of summary judgment with respect to the remaining
asserted claims, which were not challenged on appeal.
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3-8 (eff. Jan. 17, 2017). It “does not require certainty and
1s not fairly interpreted as replacing the robust analysis of
a patent damages expert report.” Twilio, Inc. v. Telesign
Corp., No. 16-cv-06925, 2017 WL 5525929, at *2 (N.D. Cal.
Nov. 17, 2017).

A magistrate judge for the district court struck Dr. Sul-
livan’s damages theories that relied on net present value
(NPV) and value per unit (VPU) methods for estimating a
reasonable royalty because he concluded Dr. Sullivan’s ex-
pert report exceeded what was disclosed in VLSI’s damages
contentions in violation of Patent Local Rule 3-8. J.A. 71—
73 (order); J.A. 2153-377 (damages contentions). The or-
der criticized VLSI’s contentions for their “scattershot ref-
erences to Intel data or documents,” noting that “[s]uch
vague and imprecise citations to internal documents and
analyses does not give Intel notice of VLSI’s theory and pro-
motes the ‘type of inferential guesswork . . . [the] damages
contentions are intended to avoid.” J.A.72 (citing
Looksmart Grp., Inc. v. Microsoft Corp., 386 F. Supp. 3d
1222, 1234 (N.D. Cal. 2019)). A separate district court
judge then denied VLSI’s motion to reverse the order strik-
ing Dr. Sullivan’s testimony, finding no clear error in the
magistrate judge’s determinations that VLSI did not
properly disclose the data underlying Dr. Sullivan’s NPV
and VPU theories. J.A. 58-65.

We identify no abuse of discretion in the magistrate
judge’s application of the court’s local patent rules in strik-
ing Dr. Sullivan’s damages theories. Nor do we identify an
abuse of discretion in the district judge’s subsequent order
confirming the same. Without opining on the precise con-
tours of Patent Local Rule 3-8, we conclude it was not
clearly erroneous for the district court to find that the lim-
ited support relied on by VLSI in its damages contentions,
the disparate placement of relevant references (including
in several-page-long string citations), and the failure to ex-
pressly disclose readily available figures later relied on by
Dr. Sullivan were insufficient to notify Intel of the data
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underlying Dr. Sullivan’s NPV and VPU theories. See
J.A. 72-73; J.A. 61-64. This is especially true in the con-
text of this litigation, where (1) VLSI's damages conten-
tions had become a “recurring issue between the parties,”
J.A. 66-67, and (2) the court had previously warned VLSI
that its damages contentions must “describe with specific-
ity the bases for its damages claim” including “[a]n identi-
fication and explanation of each specific damages theory
that VLSI intends to pursue,” “[a]ll facts known to VLSI
that support each such damages theory,” and “[a]ll calcula-
tions known to VLSI on which VLSI bases each such dam-
ages theory,” J.A. 8075.

We note that while the district court did not abuse its
discretion in striking Dr. Sullivan’s NPV and VPU dam-
ages theories, it left untouched the damages theories of an-
other VLSI expert, Mr. Chandler. J.A. 68-69. VLSI thus
maintains the ability to prove damages based on Mr. Chan-
dler’s opinions and can do so on remand.

CONCLUSION

We have considered the parties’ remaining arguments
and find them unpersuasive. For the foregoing reasons, we
(1) reverse the district court’s grant of summary judgment
of noninfringement of the ’836 patent on extraterritoriality
grounds, (2) reverse the court’s grant of summary judg-
ment based on the rejection of VLSI’s DOE theory as it re-
lates to the asserted apparatus claims (claims 10, 11, 13,
and 17), and (3) affirm the court’s striking of Dr. Sullivan’s
NPV and VPU damages theories. We remand for further
proceedings consistent with this opinion.

REVERSED-IN-PART, AFFIRMED-IN-PART,
AND REMANDED

CosTsS

No costs.



